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APPELLANT'S BRIEF ON APPEAL 

Appellants hereby appeal to the Board of Patent Appeals and Interferences 
from the Examiner's Final Rejection of claims 2-8 and 18-21 which was contained 
in the Office Action mailed July 15, 2005. 

A timely Notice of Appeal was filed November 15, 2005. 



Real Party In Interest 

As indicated above in the caption of the Brief, Eastman Kodak Company 
is the real party in interest. 

Related Appeals And Interferences 

No appeals or interferences are known which will directly affect or be 
directly affected by or have bearing on the Board's decision in the pending appeal. 



Status Of The Claims 

Claims 2-8 and 18-21 stand finally rejected and are the subject of this 

appeal. 

Claims 1 and 9-17 stand cancelled. 

Appendix I provides a clean, double spaced copy of the claims on appeal. 

Status Of Amendments 

No amendments have been filed subsequent to the Final Office Action 
mailed July 15, 2005. 

Summary of Claimed Subject Matter 

The invention relates to an imaging member with a foam core sheet (page 
6, lines 28-29) having a modulus of between 100 MPa and 2758 MPa (page 8, 
lines 29-30) and a tensile toughness between 0.344 MPa and 35 MPa (page 9, 



lines 17-19). The foam core sheet is attached to upper and lower sheets (page 6, 
lines 28-29) having a modulus of between 1380 MPa and 20,000 MPa (page 8, 
line 30 - page 9, line 1) and a toughness between 1.4 MPa and 210 MPa (page 9, 
lines 19-20). The upper and lower sheets are either paper, polyolefins or 
polystyrene (page 9, lines 21-23). There is a need for a composite photographic 
base that can be manufactured using a single in-line operation that can be slit, 
chopped or perforated with few cutting defects and has high stiffness and curl 
resistance (page 4, lines 14-17). The invention can be cut with fewer edge defects 
(page 5, lines 25-27). The element can be recycled as opposed to discarded into 
landfills (page 5, line 21-22). The invention has much less tendency to curl when 
exposed to humidity (page 5, lines 15-17). 

Independent claim 1 recites an imaging member comprising an imaging 
layer and a base (page 5, lines 22-25) wherein the base comprises a thermoplastic 
polymer closed cell foam core sheet (page 6, lines 28-29), wherein the foam core 
sheet has a topside and a bottom side (page 5, line 22-25), wherein the topside of 
the foam core sheet is adhered to an upper sheet, and the bottom side is adhered to 
a lower sheet (page 6, lines 28-29), wherein the foam core sheet has a modulus of 
between 100 and 2758 MPa (page 8, lines 29-30) and a tensile toughness between 
0.344 and 35 MPa (page 9, lines 17-19), and wherein both the upper and lower 
sheets have a modulus of between 1380 and 20000 MPa (page 8, line 30 - page 9, 
line 1) and a toughness between 1.4 and 210 MPa (page 9, lines 19-20) wherein 
both the upper and lower sheets are selected from at least one member of the 
group consisting of paper, polyolefins, and polystyrene (page 9, lines 21-23). 

Grounds of Rejection to be Reviewed on Appeal 

The following issues are presented for review by the Board of Patent 
Appeals and Interferences: 

1. Whether claims 2-8 and 18-21 are anticipated under 35 U.S.C. § 
102(e) over Dontula et al. (U.S. 6,447,976). 

2. Whether claims 2-8 and 18-21 are anticipated under 35 U.S.C. § 
102(e) over Dontula et al. (U.S. 6,537,656). 



Rejection of claims 2-8 and 18-21 under 35 U.S.C. 8 102(e). 

In section 4 of the Final Office Action mailed July 15, 2005 claims 2-8 and 
18-21 stand rejected under 35 U.S.C. § 102(e) as being anticipated by Dontula et 
al. (U.S. 6,447,976). The Examiner states the rejection as follows. 

"First, for the purpose of clarification, the Examiner repeats 
the relied upon prior art as follows: Claims 1, 3, 5, 6, 8, 9, 10-12 
and 24 of Dontula '976 disclose all the features of instantly 
claimed invention (an imaging member having a base formed of 
thermoplastic closed cell foam core sheet , and adhered thereto an 
upper and lower polymer sheets , etc.), except the modulus and 
toughness properties of each layer. However, Dontula '976 does 
teach that the modulus of the foam core ranges between 30 MPa 
and 1 OOOMPa, and the modulus of the flange sheets ranges from 
700 MPa to 10500 MPa (column 6, lines 23-29), which reads on 
the modulus of each layers of instant invention as claimed. 
Further, Dontula also expressly teach that the upper and lower 
sheets are chosen to satisfy specific requirements of flexural 
modulus. In particular, at stiffness (modulus) above a certain 
maximum, there is a problem with the element in cutting, 
punching, slitting, and chopping during transport through a 
photofinishing equipment (column 5, lines 45-64). As such, in the 
absence of evidence to the contrary, since Dontula '976 teaches the 
same subject matter (a foam core imaging element of the same 
polymer), and for the same application (having suitable cutting, 
slitting and chopping properties to be processed through a 
photofinishing equipment) as the instant invention, it is the 
Examiner's position that a suitable toughness of each layer is also 
clearly anticipated by Dontula '976. 

Applicants' argument "The Examiner has no basis for the 
statement that the toughness of each layer is fairly anticipated by 



Dontula (976). Dontula does not set forth toughness. Toughness is 
dependent upon issues such as chemical structure, cross-linking, 
and the amount and direction of orientation of the polymer sheet. 
It is not directly dependent upon modulus and toughness may differ 
substantially among similar modulus materials. In view of the 
failure to disclose toughness, the Examiner cannot properly 
consider the Dontula (976) reference as anticipating the property of 
toughness. Toughness is more important in relation to cutting of 
the sheet than modulus and this property is a property of interest in 
the instant application" (Remarks, page 4, second paragraph) has 
been carefully considered, but is not persuasive. First, the 
Examiner repeats that Dontula '976 teaches the same subject 
matter (a foam core imaging element of the same polymer), and for 
the same application (having suitable cutting, slitting and chopping 
properties to be processed through a photofinishing equipment) as 
the instant invention, as set forth above, and nowhere does Dontula 
'976 teach an imaging element which differs from the instant 
invention in chemical structure, cross-linking, and the amount and 
direction of orientation of the polymer sheet, as such, in the 
absence of evidence to the contrary, the Examiner repeats that a 
suitable toughness of each layer is also clearly anticipated by 
Dontula '976. It should be noted that it is well settled that in the 
absence of factual support, Attorney arguments cannot take the 
place of evidence. Second, the Examiner would like to remind 
Applicants of the own teaching in the specification that "modulus 
and tensile toughness can be determined using a tensile test such as 
that described in ASTM D638. A tensile test consists of slowly 
pulling a sample of material with a tensile load until it breaks . . . 
from the load and elongations history, a stress-strain curve is 
obtained with the strain being plotted on the x-axis and stress on 
the y-axis. The modulus is defined as the slope of the initial linear 
portion of the stress-strain curve. The modulus is a measure of a 



material's stiffness. The tensile toughness is defined as the area 
under the entire stress-strain curve up to the fracture point. The 
tensile toughness is a measure of the ability of a material to absorb 
energy. Both modulus and tensile toughness are fundamental 
mechanical properties of material ." (specification, page9, lines 6- 
16). In other words, clearly modulus and toughness are measured 
by the same testing method arid the same set of testing data, only 
expressed in different terms. As such, the Examiner repeats that 
since Dontula '976 discloses the same subject matter made of the 
same material as the instant invention, and reads on the modulus of 
instant invention, the Examiner re-asserts that, in the absence of 
evidence to the contrary, a suitable toughness is also anticipated by 
Dontula '976, Applicants' argument to the contrary 
notwithstanding. 

For newly added claim 21, the Examiner notes that claim 
12 of Dontula '976 expressly claims that the imaging layer 
comprises an ink jet receiving layer." 

This rejection is respectfully urged as in error and reversal is requested for 
the following reasons. 

While Dontula 6 976 discloses modulus, the reference fails to set forth 
toughness. Toughness is dependent upon issues such as chemical structure, cross- 
linking, and the amount and direction of orientation of the polymer sheet. It is not 
directly dependent upon modulus and toughness may differ substantially among 
materials with a similar modulus. For example, it is well known to one of 
ordinary skill in the metallurgy art that stainless steel (201), while displaying the 
same modulus as steel (1020), exhibits a far greater toughness as evidenced by 
Figure 3 (information retrieved from the Internet: <URL: 

http://homepages.which.net/-paul.hills/Materials/MaterialsBody.html>). In view 
of the failure to disclose toughness, the Examiner cannot properly consider the 
Dontula '976 reference as anticipating the property of toughness. Toughness is 
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more important in relation to cutting of the sheet than modulus and this property is 
a property of interest in the instant application. 

Toughness and modulus are distinct properties. Although measured by the 
same test, there is no constant correlation between the numbers. The Dontula 
'976 reference does not provide any disclosure as to toughness. The correlation to 
toughness cannot be alleged by the use of only an overlapping modulus between 
the claimed invention and the cited reference. As shown in Figure 2 provided in 
Applicants' response dated October 17, 2005, and reproduced in Appendix II, 
modulus is the generally straight line until yield and toughness is the area under 
the curve until breaking of the sample. They do not correlate, as toughness 
depends on the amount of stretch that is possible. Stretch creates area under the 
curve. Toughness has been found to be important to cutting. The range preferred 
for cutting is set forth in the toughness range of claim 1 8 and is not disclosed or 
suggested in the cited reference. 

A basic description of material properties can be obtained from a 
tensile test. In this test, the load necessary to produce a given elongation is 
monitored as the specimen is pulled in tension at a constant rate. A load versus 
elongation curve is the immediate result of such a test as evidenced by Figure 1 
provided in Applicants' response dated October 17, 2005, and reproduced in 
Appendix II. A more general statement about material characteristics is obtained 
by normalizing the data for geometry of the specimen. The resulting stress versus 
strain curve is shown in Figure 2 provided in Applicants' response dated October 
17, 2005, and reproduced in Appendix II. As known to one of ordinary skill in the 
art, engineering stress (hereinafter "stress") is defined as the ratio of the load on 
the sample to the original cross-sectional area of the sample. The engineering 
strain (hereinafter "strain") is defined as change in sample length (more 
specifically gauge length) at a given load to the original (zero stress) length of the 
sample. As known to one of ordinary skill in the art Figure 2 can be divided into 
two distinct regions: (a) elastic deformation and (b) plastic deformation. Elastic 
deformation is a temporary deformation, which is fully recovered when load is 
removed. The elastic region of the stress-strain curve is the initial linear portion of 
the curve. Plastic deformation is a permanent deformation. It is not fully recovered 



when the load is removed. The plastic region is the nonlinear portion generated 
once the total strain exceeds its elastic limit. 

The slope of the stress-strain curve in the elastic region is the 
modulus of elasticity (E) or Young's modulus or sometimes just known as 
modulus. The linearity of the stress strain-curve in the elastic region is a graphical 
statement of Hooke's law. The stress necessary to cause 0.2% of the permanent 
deformation is called as yield strength. Plastic deformation occurs beyond the 
yield point i.e. where permanent deformation starts. During plastic deformation 
the sample "necks down", and fails at a point. A useful piece of information is 
strain at failure. It is very important to know the whether a material is both strong 
(characterized by modulus) and ductile (characterized by strain or % elongation at 
failure). The term toughness is used by one of ordinary skill in the art to describe 
the combination of both these properties, and is defined as the total area under the 
stress-strain curve. Different materials can exhibit similar a modulus, but differ 
greatly with respect to their failure points as evidenced by Figure 3 as discussed 
above. This creates varied areas under the curve resulting in a differing 
toughness. 

Therefore, it is respectfully urged that while Dontula 4 976 discloses 
modulus, as known to those of ordinary skill in the art there is no direct 
correlation between modulus and toughness. Thus, this rejection's reversal is 
respectfully requested as Dontula '976 fails to anticipate the claimed toughness of 
the instant invention. 

Examiner's response to Applicants' arguments 

In the Advisory Action mailed October 26, 2005 the Examiner states as 
follows: 

"The after final remarks dated 10/19/2005 has been 
carefully considered, but is not persuasive. With respect to 
Applicants' argument "Dontula does not set forth toughness. 
Toughness is dependent upon issues such as chemical structure, 
cross-linking, and amount and direction of orientation of the 
polymer sheet. It is not directly dependent upon modulus and 
toughness may differ substantially among similar modulus 



materials. In view of the failure to disclose toughness, the 
Examiner cannot properly consider the Dontula (976) reference as 
anticipating the property of toughness." (Remarks, page 2, top 
paragraph), the Examiner repeats that Dontula '976 disclose all the 
features of instantly claimed invention (an imaging member having 
a base formed of thermoplastic closed cell foam core sheet, and 
adhered thereto an upper and lower polymer sheets, etc.), except an 
express disclosure of the toughness properties of each layer. 
However, Dontula' 976 does teach that the modulus of the foam 
core ranges between 30MPa and lOOOMPa, and the modulus of the 
flange sheets ranges from 700MPA to 10500MPA (column 6, lines 
23-29), which reads on the modulus of each layers of instant 
invention as claimed. Further, Dontula also expressly teach that 
the upper and lower sheets are chosen to satisfy specific 
requirements of flexural modulus. In particular, at stiffness 
(modulus) above a certain maximum, there is a problem with the 
element in cutting, punching, slitting, and chopping during 
transport through a photo finishing equipment (column 5, lines 45- 
64), and these are exactly the same problems which are known to 
be associated with the combination of stiffness (modulus) and 
toughness , as evidenced by Applicants' admission in the 
Background of the Invention of the specification at pages 2-3, 
bridging paragraph. As such,, in the absence of evidence to the 
contrary, since Dontula '976 teaches the same subject matter (a 
foam core imaging element of the same polymer), made by the 
same process (see Examples 4-7 of Dontula 6 976, and Example 13 
of instant invention), and for the same application (having suitable 
cutting, slitting and chopping properties to be processed through a 
photofinishing equipment) as the instant invention, it is the 
Examiner's position that a suitable combination of stiffness 
(modulus) and toughness of each layer is also clearly anticipated by 



Dontula '976, Applicants' argument to the contrary 
notwithstanding." 

A claim is anticipated under 35 U.S.C. § 102(e) only if each and every 
element as set forth in the claim is found, either expressly or inherently, in a single 
prior art reference. Verdegaal Bros, V. Union Oil Co. of California, 814 F.2d 628, 
631, 2 USPQ2d 1051, 1053 (Fed. Cir. 1987). The fact that a certain characteristic 
may be present in the prior art is not sufficient to establish the inherency of that 
characteristic. In re Rijckaert, 9 F.3d 1531, 1534, 28 USPQ2d 1955, 1957 (Fed. 
Cir. 1993); In re Oelrich, 666 F.2d 578, 581-82, 212 USPQ 323, 326 (CCPA 
1981). "To establish inherency, the extrinsic evidence f must make clear that the 
missing descriptive matter is necessarily present in the thing described in the 
reference, and that it would be so recognized by persons of ordinary skill. 
Inherency, however, may not be established by probabilities or possibilities. The 
mere fact that a certain thing may result from a given set of circumstances is not 
sufficient/ " In re Robertson, 169 F.3d 743, 745, 49 USPQ2d 1949, 1950-51 (Fed. 
Cir. 1999). As discussed above, the Dontula reference fails to disclose toughness. 
Furthermore, as argued above there is no direct correlation between modulus and 
toughness. As known to one of ordinary skill in the art, modulus represents the 
slope of the stress-strain curve up to the yield point whereas toughness represents 
the area under the curve up to the failure point. Materials can have similar 
modulus while vastly differing in toughness as evidenced by Figure 3 as discussed 
above. Therefore, it is respectfully urged that the reference does not inherently 
disclose the toughness as claimed in the instant invention and that the rejection be 
reversed. 

Rejection of claims 2-8 and 18-21 under 35 U.S.C. 8 102(e). 

In section 5 of the Final Office Action mailed July 15, 2005 claims 2-8 and 
18-21 stand rejected under 35 U.S.C. : § 102(e) as being anticipated by Dontula et 
al. (U.S. 6,537,656), generally as set forth in section 7 of the Office Action dated 
February 25, 2005, together with the same reasoning as set forth above. 

This rejection is respectfully urged as in error and reversal is requested for 
the following reasons. 



While Dontula '656 discloses modulus the reference fails to set forth 
toughness. As argued above the toughness is dependent upon issues such as the 
chemical composition of the polymer utilized, cross-linking of the polymer 
utilized and the amount and direction of orientation of the polymer sheet. It is 
known to one of ordinary skill in the art that toughness is not directly dependent 
upon modulus and as stated above may differ substantially among materials with 
similar modulus as evidenced in Figure 3 as discussed above. In view of the 
failure to disclose toughness the Dontula '656 reference cannot properly anticipate 
the instant invention. The property of toughness is more important in relation to 
cutting of the sheet than modulus and this property is a property of interest in the 
instant application and is not recognized by Dontula '656. Therefore, it is 
respectfully requested that this rejection be reversed. 

Summary 

While the Dontula references disclose modulus the references fail to set 
forth toughness. It is known to one of ordinary skill in the art that toughness is 
dependent upon issues such as chemical structure, cross-linking, and the amount 
and direction of orientation of the polymer sheet. Toughness is not directly 
dependent upon modulus as toughness may differ substantially among materials 
with a similar modulus as evidenced by Figure 3. Modulus represents the slope of 
the stress-strain curve up to the yield point whereas toughness represents the area 
under the curve up to the failure point as evidence by Figure 2. The properties of 
the instant invention are not inherent just because another reference may 
hypothetically have the same properties. Therefore, reversal is respectfully 
requested. 

Conclusion 

For the above reasons, Appellants respectfully request that the Board of 
Patent Appeals and Interferences reverse the rejection by the Examiner and 
mandate the allowance of Claims 2-8 and 18-21. 
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Respectfully submitted, 



Lynne M. Blank/ct Attorney for Appellants 

Telephone: 585-477-7418 Regfcltration No. 42,334 

Facsimile: 585-477-1148 
Enclosures 

If the Examiner is unable to reach the Applicant(s) Attorney at the telephone number provided, the 
Examiner is requested to communicate with Eastman Kodak Company Patent Operations at 
(585) 477-4656. 




Appendix I - Claims on Appeal 

2. An imaging member of claim 1 8 wherein said upper sheet has 
thickness of between 10 and 150 micrometers. 



3. An imaging member of claim 18 wherein said foam core sheet 
has thickness of between 25 and 350 micrometers. 

4. An imaging member of claim 1 8 wherein the ratio of thickness 
between said foam core sheet and said upper sheet is between 0.1 and 10. 

5. An imaging member of claim 18 wherein said foam core sheet 
comprises polyolefin. 

6. An imaging member of claim 18 wherein said base has a 
thickness of between 100 and 400 micrometers. 

7. An imaging member of claim 1 8 wherein said upper and lower 
sheets are integral with said foam core sheet. 

8. An imaging member of claim 18 wherein said imaging member 
further comprises at least one photosensitive layer silver halide emulsion. 
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1 8. An imaging member comprising an imaging layer and a base 
wherein said base comprises a thermoplasticpolymer closed cell foam core sheet, 
wherein said foam core sheet has a topside and a bottom side, wherein said 
topside of said foam core sheet is adhered to an upper sheet, and said bottom side 
of said foam core sheet is adhered to a lower sheet, wherein said foam core sheet 
has a modulus of between 100 and 2758 MPa and a tensile toughness between 
0.344 and 35 MPa, and wherein each of said upper and lower sheets has a 
modulus of between 1380 and 20000 MPa and a toughness between 1 .4 and 210 
MPa wherein each of said upper and lower sheets is selected from at least one 
member of the group consisting of paper, polyolefins, and polystyrene. 

19. The imaging member of claim 1 8 wherein a polyolefin is 
selected and comprises an oriented polyolefin. 

20. The imaging member of claim 18 wherein said thermoplastic 
polymer foam core sheet comprises a polymer selected from the group consisting 
of polyolefin, polystyrene, polyvinylchloride and polyurethane. 

21 . An imaging member of claim 1 8 wherein said imaging 
member further comprises an ink jet receiving layer. 



? 
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Appendix II - Evidence 

Figure 1 : Load versus Elongation (tensile test) as disclosed in Applicants' 
response dated October 1 7, 2005. 



Figure 1 : Load v/s elongation (tensile test) 
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Figure 2: Stress versus Strain curve as disclosed in Applicants' response dated 
October 17, 2005. 



Figure 2: Stress versus strain curve obtained by 
normalizing data for sample geometry. In the 
above figure, 1 indicates slope of line or 
modulus; 2 indicates shaded region under the 
curve or toughness 
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Figure 3: Properties of various materials. Materials. Datasheet [online]. June 17, 
2004 [retrieved on January 13, 2006], retrieved from the Internet: <URL: 
http : //homep ages . whi ch . net/~p aul ^ 
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